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_MONTH(S) FROM THE MAILING DATE 



P riodf r Reply 

ASHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE. 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C: § 1 33). 



Status/ ^ 



w R^spom 



gsponsive to communication(s) filed on. 
a This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 



Disp sijton of Claims 

f$/Claim(s) 



Of the above claim(s)- 

□ Cl£im(s) : 

lS/Ciaim(s) — . — — 

□ Claim(s) — 



. is/are pending in the application, 
is/are withdrawn from consideration. 



if 



. is/are allowed, 
is/are rejected. 
- is/are objected to. 



□ Claim(s)- 



- are subject to restriction or election 
requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on_ is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

□ All DSome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) : : 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

'Certified copies not received: __ 

Attachment(s) 



□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Notice of Reference(s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-41 3 

□ Notice of Informal Patent Application, PTO-1 52 

□ Other ■ 
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Response to Amendment 

1. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

2. Any objections or rejections made in a previous Office Action that are not herein 
reinstated have been withdrawn. 

3. Claim 18 is rejected under 35 U.S.C. 102(b) as being anticipated by Luo et al. ("Luo"). 
Luo describes methods where galanin is administered to treat spinal cord hyperexcitability 
following sciatic nerve section which is peripheral nerve damage (abstract and pages 162-163). 

Applicant's arguments filed 2/12/03 have been fully considered but they are not 
persuasive because Applicant argues that peripheral nerve damage, as claimed in the present 
invention, is by no means synonymous with chronic neuropathic pain. The Examiner agrees that 
peripheral nerve damage and chronic neuropathic pain are not synonymous. However, this does 
not change the fact that the prior art meets all the limitations of the instant claim, and Applicant 
has not pointed out what limitation the instant claim recites that is not met by the prior art. 
"...antagonists of excitatory neuropeptides released during and after nerve section, such as 
substance P and neurokinin A, can block the spinal response to peripheral nerve injury. 
Furthermore, the inhibitory neuropeptide galanin also reduced spinal cord sensitization'' (Luo, 
last two sentences of abstract, page 161). Treating pain is encompassed by the instant claim *s 

. \ 

\ 

\ 
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preamble: "a method for the treatment of peripheral nerve damage in a subject in need of such 
treatment... " when such pain is the result of peripheral nerve damage (axotomy). See also the 
last sentence of the penultimate paragraph on page 164 and the last paragraph ofLuo, bridging 
pages 164-165. 

4. No claim is allowed. 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action arid the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1. 136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Stephen Gucker whose telephone number is (703) 308-6571. The examiner 
can normally be reached on Monday to Friday from 0930 to 1800. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Gary Kunz, can be reached 



Serial Number: 09/230,463 
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on (703) 308-4623. The fax phone number for this Group is currently (703) 308-4242, but 
" Applicant should confirm this by phoning the Examiner before faxing. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 





Stephen Gucker 



April 28, 2003 
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